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Application/Control Number: 10/676,397 
Art Unit: 1731 



DETAILED ACTION 
Claim Rejections - 35 USC §103 

1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

2. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

3. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

4. Claims 1-8 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the alternative, 



under 35 U.S.C. 103(a) as obvious over Reinheimer et al., US Patent No. 5,810,972. 
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Reinheimer et al. teach a multiply tissue in which at least one of the plies contains a 
hemicellulose additive, see abstract. In column 4, lines 12-26, Reinheimer et al. teach that 
one of the preferred hemicellulose is Xylan and in the same lines they teach the refining 
and the same pulp as claimed. Reinheimer et al. teach also that cationic additives can be 
used to fix the xylan, see column 7, lines 51-62. Even though Reinheimer et al. teach that 
when xylan is used as a sole hemicellulose component, the addition amount is outside the 
claimed range. However, the amount of xylan is within the claimed range when added as 
highly milled pulp, i.e., birch pulp, since they teach the same type of xylan containing 
pulps, highly refined Birch pulp and at the same range as claimed, see for example claims 
10 and 1 1 of Reinheimer et al. Claims 4-6 of the present invention evidence that that the 
xylan content of the birch pulp of Reinheimer et al. is within the claimed range, because 
they are the same pulps and they are added at overlapping ranges. Reinheimer et al. teach 
that the highly milled pulp has the Schopper-Riegler slowness value of at least 80°SR 
that covers, approximately to Canadian ffeeness of less than 100, around 50 1 . 

Note that the claims are open to other components, i.e., by virtue of the use of the 
transitional phrase “comprising,” and therefore, the use of the birch pulp reads on the 
claims as claimed. 

As to the use of biasing agent of claims 7-8, Reinheimer et al. teach the use of cationic 
agents to fix the hemicellulose on/onto the fibers, see column 4, lines 34-39. 



Conversion table of http://www.finebar.com/resourcecenter/freeness.html was used. 
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Therefore, Reinheimer et al. seems to teach all the elements of the claims or at least the 
minor modification(s) to obtain the claimed invention would have been obvious to one of 
ordinary skill in the art. 

Conclusion 

5. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure in the art of “The use of Xylan in multi -ply tissues.” 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jose A. Fortuna whose telephone number is 571-272-1188. The 
examiner can normally be reached on 9:30-6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner’s 
supervisor, Steven P. Griffin can be reached on 571-272-1189. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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